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In the United States Patent and Trademark Ofifice 

In re application of: 
Turfitt 

AN 10/080,26» 
Filed: 02/19/2002 



Art Unit: 3724 

Examiner: Goodman, Charles 
Atty's Docket: LARUE-8 
For: Polycrystalline Cubic Boron Nitride (PCBN) WoodwOTking Tools and 
Mediods (confirmation no. 6966) 



APR - 6 2004 



CORRECTION OF FINAL STATUS OF LAST 
OFFICE ACTION 



Honorable Commissioner of Patents and Trademarks 
Alexandria, VA 223 13 

Sin 

With regard Lo Llie above-ideatifiicd application, die last office action 
mailed 12/03/2004 was non-final. However, PAIR has this office action listed 
as final. Please correct the status of diis office action to non-final. Thank you. 

Respectftdly submitted, 

N. Elizabeth Pham, Reg.No. 49,042 

Customer Number 29106 

Attorney for Applicant 
1 1330 Valley Dale Drive, Dallas TX 75230 
214-363-3038 groover^technqpatents.com April 5, 2004 

Enclosure: 12/03/2004 Office Action (5 pages) 
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Please find below and/ar attached an Office commmiication concerning this application or proceeding. 
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Office Action SumntBiy 
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10/080,268 


TURFITT ETAL. 


Examln«r 


Art Unit 1 


Charles Goodman 


3724 1 



Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH{S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of timg may be available undGr the proviGions of 37 CFR 1.13e(a). In no ewt. however^ me/ a i«piy be timely filed 
after SIX (9> MO^^■HS from the mailing data of this oommunicailon. 

- If 1h© period for repty specirt^o sbove Is leee than thirty (30) days, a r«ply witrtn tn© siatumry rninimum of U ilriy (3Q) u^iyt w'lll be con^kJorpd timely. 

" If NO period for reply is spedfied ebovB. 1h« maximum statutory period wili apply and will expire S IX (6) MONTHS from the mailing date of this commuftlcailon. 
. Ffliiurtt to reply within the set or extended period for reply will, by statute, wuso the application to become ABANDONED (35 U,5.c. § 133). 
> An y reply received hy thf% Cjiiic-A later thnye months afi^r the malllne dets of this communiostion, dven If timely filed, may reduce eny 
earned patftni term BdjuBtment. See 37 CFR 1 .704(b). 

Status 

1 Responsive to communlcatlon(s) filed un y6/03 . 
2a)D This action Is FINAL. 2b)El This action is non-final. 

3) n Since this application is In condition for allowance excBpl tor rorniai matters, prosecution as to itit; moiitti 

closed in accordance with the practice under ©c parte Quayte, 1935 CD. 11, 453 O.0. 213. 
Disposition of Claim? 

4) 13 Claim{s) 1.2 and 4-11 is/are pending in the application. 

4a) or tne aoove clalm(s) l^ditr withdrawn from consideration. 

5) n Claini(s) is/are allowed, 

6) S Clalm(s) 1.2 and 4-11 is/are rejected. 

7) n Clalm(s) is/are objected to. 

8) 0 Clainrt(s) are subject to restriction and/or election requirement. 

Application Papers 

9) n The specification is objected to by the Examiner. 

10)0 The drawino(ss) filed on is/are: a)n accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s} be held in abeyance. See 37 CFR 1 .85(a). 

1 1 >□ The proposed drawing correction filed on Is: a)^ ?ipproved b)n disapproved l5y the Examiner, 

If approved, corrected drawings are required In reply to this Office action. 
Tne oatn or declaration is ubjoultfd to by the Examiner, 
Priority under 35 §§ 119 and 120 
13)n Acknowledgment Is made of a claim for foreign priority under 35 u.s.C. § 1 19(a)-(d) or (f). 
aOAII b)n Some*c)n None of; 

1 Certified copies of the priority documents have been received. 

2.0 Certiflftri copies of the priority documents have been received in Application No. . 

3.n Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17,2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

140 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 119(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 
1 5)n Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 
Attachment<s) 

1) □ Notice of References Cited (PT0892) 4) □ Inten/low Summary (PTCMISJ Paper No(s). . 

2) □ Notice of Drafispersort's Patent Drawing Rev»w (PTO-948) 5) U Notice of Informal Patent Application (PTO-162) 

3) □ infomnation Disclosure Staternent(5) (PTO-1449) Paper No(s) . 6) □ Other: 



U.& P;jl«Al and TiBdemark Office 

PTOL-326 (Rev. 04-01) Office Adion Summaiy Part of Paper No. 9 
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Application/Control Number: 10/080,268 Page 2 

Art Unit: 3724 

DETAILED ACTION 

1. The Amendment filed 011 August 6, 2003 Has been entered. 

Claim RejectianB - 35 USC § 103 

2. The following is a quotation of 35 U-S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this titie, if the di&rences between the subject matter sought to be patented and 
the prior art are such tlaat the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the ait to which said subject matter pertains. 
Patentability shaU not be negatived by the manner in which the invention made. 

3. This application cxirrently names joint inventors* In considering patentability of 
the claims under 35 U-S.C. 103(a), the examiner presumes that the subject matter of the 
various claims was commonly owned at the time any inventions covered therein were 
made absent any evidence to the contrary. Applicant is advised of the obligation under 
37 CFR 1-56 to point out the inventor and invention dates of each daim that was not 
commonly owned at the time a later invention was made in order for the exaiuiuer lo 
consider the applicability of 35 U.S,C loaCc) and potential 35 U-S.C, 102(c), (f) or (s) 
prior art under 35 UiS.G; i03(a). 

4. Claims 1, 2, and 4-11 are rejected under 35 U,S.C. 103(a) as being unpatentable 
over Felde (DE 42 00 420 Ai) in view of the Admitted Prior Art (heremafter referred to 
asPrior Art-p-3)- 

Felde discloses the invention substantially as claimed except for the cubic boron 
nitride (CBN) tip. It appears that the tip is PCD, Note c. 2, IL 55-60. However, the 
Prior Art teaches that PCD and CBN tips are equivalent in the art. Application 
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Application/Control Number: 10/080,268 Page 3 

Art Unit: 3724 

Specification, p. 3, IL 17-25, Thus, it would have been obvious to the ordinary artisan at 
the time of the instant invention to subaliLute the CBN tip as taught by the Prior Art for 
the PCD of Felde, since both are deemed to be equivalent hard materials for the cutting 
tips in the sawing art, since they both work equally well, and a selection of one or the 
other would have been an obvious matter of design choice. 

Response to Arguments 

5. Applicant's arguments with respect to claims 1, 2 and 4-11 have been considered 
but are moot in view of the new ground(s) of rejection* 

Coitclusian 

6. Any inquiry concerning this communication or earlier commimic-atinns from the 
examiner should be directed to Charles Goodman whose telephone number is (703) 
308-0501. The examiner can normally be reached on Monday-Thursday between 7:30 
AM to 6:00 PM EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, AHan Shoap, can be reached on (703) 308-1082. 
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Application/Control Nuinbet: io/o8o,12l68 Page 4 

Art Unit: 3724 

In lieu of mailing, it is encouraged that all formal responses be faxed to (703) 
872-9306. Any inquiry of a general nature or relating to the status of this application 
should be directed to th© receptionist whose telephone number is (703) 3<^^^-im6- 




Charles Goodman 
Primary Gxatminer- 

AU37»4 

Odohex 20, 2003 CHARUESQOOKifi" 

PRIMARY EXAMlK^r 
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